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Common careers for Engineers

Involving Patents

¢ Patent Examiner-Requires a Degree in
Engineering or Science

¢ Patent Agent-Requires a Degree in
Engineering or Science and Passing the
Patent Bar

¢ Patent Attorney-Requires a Degree in
Engineering or Science, a Degree in
Law, and passing the Patent Bar and a
state bar



Patent Examiner

& Works for the United States Patent and
Trademark Office

¢ Examines patent applications, performs
prior art searches, prepares Office
Actions

¢ Advances to Primary Examiner,
Supervisory Examiner, etc.



Patent Agent

¢ Generally works at a law firm

# Drafts patent applications and
responses to Office Actions

¢ May assist in other matters on technical
1Ssues



Patent Attorney

¢ Drafts patent applications, responses to
Office Actions, prepares legal opinions
on patentability, non-infringement,
invalidity, freedom to use, etc.

¢ Drafts and negotiates contracts, non-
disclosure agreements, licenses, etc.

# Solo practitioner, law firm, corporation



United States Patent m m 4,157 547
Helsotal, TR e W

1

P P = abin M i

ARSTRALCT

4 Ol & Dvis b bismeri




LS, Padend

PHEIR =
2R T







4,237,587

3
wardly and reversly approaching to contact each
other at a d connecting point whereby to
permit & relative number of documents to be
clipped therebetween; and

a second clipping portion including two horizontal

arms contact closely and parallel to said two isos-
celes arms respectively so as to clip less sheets of
documents.

2. A paper clip as claimed in claim 1, wherein a free
end of cach said horizontal arm is warped to form a
small loop so0 that any damages done to the documents
clipped thereto will be avoided during the user's draw-
ing out the documents,

claim 1, wherein said
second clipping portion

3. A paper clip
first clipping portion and sai

are so arranged that paper can be clipped thereto in
i i ul tan a
ed in claim 1, wherein said

different dires

tioned on an imaginary line perpe
connecting point of said isosceles arms of said triangle
base portion.
5. A paper clip as claim
first connecting point is pa
which is perpendicular to
hase portion and passes th
base arm.




What’s the Invention?

# The claims not the detailed description
or the drawings

¢ A claim is one sentence long and
includes the elements of the invention



Why have Patents at all?

¢ The Congress shall have power...

To Promote the Progress of Science and
Useful Arts, by securing for limited times
to Authors and Inventors the exclusive
right to their respective Writings and
Discoveries.

--U.S. Constitution, Art. I, Sec. 8



What do you get from a Patent?

¢ The right to exclude others from
making, using, selling, or importing the
patented invention in the United States
for a period of 20 years from the filing
date of the application

¢ [t does not give you the right to
“practice” the invention



What Can be Patented?

¢ Anything Under the Sun Made by Man

¢ Congress said these are Inventions can be
patented:
- Machines
- Articles of manufacture
— Compositions of matter
— Processes (i.e.., methods)
- Improvements in any of these four categories



What Can’t be Patented

¢ Laws of nature, physical phenomena
and scientific principles

& Abstract mental ideas and mental
processes



How do you get a Patent?

¢ Novel

- A novel invention is one that is not
identical to anything else known anywhere
in the world

¢ Non-obvious

- An invention must not be obvious to a
person having ordinary skill

o Utility

— An invention must have a credible use



How do you get a Patent?

¢ A patent must describe the invention

¢ A patent must enable one of ordinary
skill to make and use the invention

¢ A patent must include the “best mode”
for practicing the invention

¢ A patent must particularly point out
and distinctly claim the invention



How do you get a Patent?

¢ Examination

— Notice of Allowance or Office Action
- Remarks or amend the claims

¢ Final Office Action, Notice of
Allowance

— If finally rejected, abandon, reconsideration,
appeal, request for continued examination, or file
continuation application



How do you get a Patent?

¢ Prevent competition
# License the patent



What Is Infringement?

¢ Making, Using, Selling, or
Importing the patented invention

¢ Contribute to someone infringing

¢ Actively induce someone to infringe



What you get from someone that
Infringes

¢ Damages (i.e., money that you lost)

¢ Injunctive relief (stops the
infringing activity)



How to Avoid Infringement?

¢ Prove in court or in the US patent oftice
that the invention is not novel or is
obvious or that the patent is defective in
some way

# Design around
¢ Licensing
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